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YOU AI^HEREBY SUMMONED and requ&ed to seive upon PUUlW 
Cooley Godward LLP ~^ 
William G. Gaede, III " 
Brian E. Mitchell 

One laaritixne Plaza, 20th Floor ' • " 

San Francisco', CA 94111 
Phone: 415.693.2000 
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ana«wer to the complaint which Is herewith served upon you. within 20 

service of the summons upon you. exclusive of the day of sen/ic^ if vt> ufentAH,>« ■ ? — — days^aner 

agaihfityou forth* refief d«n«wled in the.<^pieint vlj\!!^'^ 30. judgment by defeutt Will 

reasonableperiodoftfmeaflerservloe. ^ ^ '^'0' o«Clertc of this Court wl^ a 




(BY) DEPUTY CLERK 
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Swice Of tto Summons and Complaint wqs made by 
Jv^Mfe OP SSWER ^FVWT) " ^ — 



RETURN OF SERVICE 



me 



TTOE 



OrecAc ofia tKoc below to mrfcate apfimpaatB method of Zrvlce 
CD ^«»ved personally upon the defendant Piac»i^^ 

Nam»ofpersonv«thwhomihe$uminonsandcomplalntwefftlelt 
I — J Returned umxscutod: 




O other farpeo^ 



TElftVEL 



STATEMEI^n- OF S ERVICE F PP» 
DECLARATION OF SERVER* 



J declare under penalty of peijuiy under Ihe laws of the United Stated of Am^ri« ♦k-* ^ 
otfbrtnahon contained In the Return ofSenrfce and Staten»entofSen,lceR^ ^ ^""^9 



Executed on 
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T) AS to who may servo a tununons see Rule 4 of tiw Pode/ai Km of Civil Procedure. 
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AVIGEN, INC., a Delaware corporation, 
. . • PlainJifC 



E-f/l/ng 

UNITED STATES DISTRICT COURT 
NORIHERN DISTRICT OF CALIFORNIA 




v.- 



RESEARCH CORPORATION 
TECHNOLOGIES, INC^ a Delaware 
coiporadon, 

De&ndant* 



088Q 



COMPLAINT FOR (1) BREACH OF CONTRACT- 

Demand For Jury Ttial 



Complaint 

For its complaint against the drfendant; Research Coiporation Technologies, Inc. CtRCT") 
fhe plaintiff Avigen, Inc. ("Avigea'^y alleges and states as lEbUows: 

Parubs Ara» JuRisDicnoM 

1. Avig(a is a Delaware corporation having ite principal place of business in AU^ 
California. 

2. Avigea is infonned and believes, and on such.infoimation and belief alleges, that 
RCT is a Delaware ccapotation having its principal place of business in Tucson, Arizona. 

3. Avigen's claims of breach of contract and breach of the implied covenant of good 
faith and iair dealing are based on the allegation that RCT has intentionaUy and umeasonably 
violated its duty of candor before the Patent and Trademark Office (the 'TTO") and engaged in 
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irT9«l«(y»A1 Law 



=^ of in«,mtabl. conduct Avig« aiges a.« a««,y«l a, vaiue of U.e „c.««ve , 
uoenforceable. 

4. Dctenmning the merits of this alleg^iiou will necessarily require the ^solution of 
substantial questi<»s of federal patent la^ including, but not limited to, resolving issues arising 
under 35 U.S.C. Sections 1 and 112, 37 C^^ § 1.56, MPEP § 2001. the PTO's pohcies and 
procedures, the surrounding body of mterpretative case law addressing inequitable conduct as 
established by the Federal Circuit, and the federal district court decisions applying that body of 
law. Correspondingly/this action arises under the patent laws of flic United States, and this Court 
has jurisdiction pursuant to 28 U.S.C. § 1338. See Hunter Douglas. Inc v. Harmonic D^gn. Inc., 
153 F.3d 1318. 1331 (Fed. Cir. 1998) and UJ^ Valves, Inc v. Dray, 212 F3d 1368. IJ-^ 
Cir.2000). 

5. Avigcn is infonned and believes, and on such infonnation and bdief aUeges, that 
RCTis subject to personaljurisdiction in this district. • 

6. Venue is proper in this district inider 28 U.S,C. § 1391. 

Background 

A. The Licoise Agreement. . 

7. On or about May 15, 1992. a patent Uceose agreement (the *Xicense Agreemenf) 
was executed between RCT (Licensor), and Vestmark. Inc. (Licensee). V«tmark subsequently 
merged with Avigea. Avigea became Vestmark's successor-in-interest to &e Ucease Agreement, 
and AvigenassumedtheroleofLioenseeunderUietennsof thepartics' agreement and subsequent 
amendments to that agreement A copy of this License Agreement, its exhibits, and its 
amendments, is attached to this complaint as Exhibit A and the contents of this License Agreement 
are incorporated herein by refermce. 

8. RCT Ucenised to Avigen exchisive ri^ts to an invention directed towards gene 
therapy that was allegedly created by Dr. Anm Srivastava. These rights included an exclusive 
license under aU patents that would issue from Patent Application No. 07/789,917 (the '917 
application), which had been filed by Dr. Srivastava and was assigned to RCT. 

CoMixjumr 
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1 « 9, Avigen bargained for, and obtained. RCT's promise to maintain ancl 

-> fl J* • — ana prosecute 

3 obuin p«a., protect.^, on ffi. inv«i»...... i„ «,aitio«, Avig=„ obte«l Hgh, T 

4 j subUcnisetbepateotstliatwouldissuefioiawdipattatwUcatioiis. 
lO. Avigca pn,WW RCT Witt, ai«ttnS,l e™si4«rfoo p»«^^ 

Agr«m«« i. feth«e right,, totadins the p,ym«l of »y,w« ^ o» 

Avigen Stock. 

B. RCTs Duty of Candor. 

n. Applic«^ts for patents have a general duty ofcandor and good feithm 
with the PTO and have an affirmative obligation to disclose to the PTO aU information they know I 

11 j to be material lo the exammation of a pending appUcation pursuant to 37 CFJL § 1^56 This duty I 

12 «««^<J« to applicants and their ttpres«tatives,su^ 
with flio patent's prosecution, including every person who is substantively involved in the I 
preparation or prosecatien of the application. This duty runs until the time the patent issues. 

12. Thus, the representatives of RCT (as assignee of the *917 appUcation), those i 
associated with thfe prosecution, and the inventor, were all under a duty to disclose material 
information to the PTO dmiug the application's pKosecation. 

13. Notwithstanding these obKgations, Avigea is mformed and beUeves, and on sudi 
information and beKef alleges, that these RCT representatives, those associated wift the 
prosecution, and the inventor, . fiiiled to disclose certain material references to the PTO and 
described and cidmed certain embodiments of an invention that they knew were ndte enabled 
nor operable. 

C. RCTs Breach of Its Duty of Candor and Acts of Inequitable Condnct 

14. The *917appUcationwas filed on.Novcmber 8. 1991. This application described an 
invention directed to a specific 'Vector" (i.^, a DNA delivery agent) that is used for gene ther^y. 
This vector is derived from a natural vims caUed adeno-associated vims. SpecificaUy, the vector 
consists of two inverted terminal repeats (ITRs) of adeno-assodated virus (AAV) that flank a 
"Sene" and a "promoter.- A gene is a piece of DNA that codes for a protein and a promoter is a 
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plec Of DNA di««« iow nmoh ^ i„ ecu w« *. ««, is "cxp.^^.. . 
transhtedtomakethecon-espondiijgprDtem). v^e.. is 

IS. The pranot* d«afl>ed and cl^ j„ ^ .9,7 ^^^^^ mua d«c. "cd, 
^.cific «p^on" of*. ^T^^ 0.,^^ ^ ^ ™ort Of «« .ene only' 

««.plifi«I in ae -m appH«ion is U>e B19p6 p™mo.«. which w« described in 4. .9,7 
appUc«ion as rf&ctoggae .xp^on sp«ificlly (Ou, exelusivdy) in „^ 
progenitor calls. 

16. . m addition, the '917 appKcation described and claimed an invention linnted to 
expression vectors and virions (i.e., a vector packaged in a viral coat) "for sitc-specific 
integration.- Tliat is. the gene is incorporated into the host DNA at a particular site sitK. 
SpecificaUy, the '917 application discloses the site of integration as bemg on chromosome 19. 

17. On November ^, 1992, during the prosecution of fbc '917 appKcation. a second | 
^Ucation on the invention was filed by Dr. Srivastava and RCT as a continuation-iii-part of the 
•917 application. Hus second appUcation. AppKcation No. 07/982,193, issued as VjS. Patent I 
No. 6^61.834 (the '834 patent) on July 17, 2001. This patent Usts Dr. Srivastava as the sole 

inventor and was asagned to RCr. He '834 patent is exclusively Ucensed to Avigca pursuant to I 
the license Agceemmt. - 

18. E3c«^t for limited new matter that was added in 1992, the *834 patent r^ 
»917 q,pUcation's disclosure and claims a "site^fic" vector that provides "ceU-specific gene i 
expression," as weU as host cells that are ttansfected with that vector. The '834 patent also claims 
virions for site-specific integration that provide for cell specific cxi>rcssion. As in the *917 
appHcation, the only promoter used to support the claims of the *834 patent was &e Bl9p6 
promoter and the site of integration was described as being on chromosome 19. 

19. However, prior to the '834 patent's issuance. RCT knew, as described more fuUy 
below, that the B19p6 promoter was not cell specific. TTiis promoter is. in fact, highly active m 
non-erythroid cells following transfection with a vector, and infection with a virion. Indeed, 
several researchers, including the inventor Dr. Srivastava, had concluded prior to the issuance of I 
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the '834 patent that the B19p6 promoter is not cell-specific. 

20. for exanxple..Liu, et al. pubhshed a p6cr.cviewed ^ j^.j 

whcmn the aute detenmned that the BI9p6 promoter is not ceU specific following tho 
.transfectiou *>f nonpemussive cells (le, nonerythroid or erythroid progenitor cells) with a vector 
containing the B 19p6 promoter. (Journal article by Lin, et al„ titled ^Indiscriminate Activity from 
the BIP Fcryovirus P6 Promoter in Unpermissive CeUsr Yi^^ 182:361-364 (1991).) This 
conclusion was based on data summarized in Figure 2 of the paper, and the authors note that fte i 
B19p6 promoter was equaUy active in HeLa (epitheUal). K562 (eiythroleukcnna). Ra|i 
(B lymphoid), Jurkat, and CEM (T lymphoid) ccDs, and did not display any ceU specificity.- ' 

21. In 1995, Dr. Srivastava and others published a peer-reviewed manuscript 
acknowledging that the B19p6 prom oter is not ceU specific, Sliding that Injonerythroid human | 

cells, such as HeLa and KB. aUow «cpr«$ion ft om the & 1 9p<> promoter Mowing . 

transfection in the context of an AAV-derived vector. (Journal article by Ponnazhagan. 

etai, titled ^'Trtmscriptional Transacttvation of Parvovirus BI9 Promoters in Nonperptissive 
Human CeUs by Adenovirus Type 2," Journal of VirelopY, Dec. 1995, pp. 8096-8I0L) Tb» 
authors state that "abundant ejqpressioa from this IB19p6] promoter has been documented byiw 
and others foUowmg . . . transfection" m HeiLa. KB. and K562 cells. The same manuscript also 
shows fliat a significant level of B19p6 promoter activity was observed when noiq>emu88ive 293 
cells were infected with Virions.. In addition, tins attide cites the Liu, ef article leferaiced 
above, thus estabHshing that Dr. Srivastava was aware of thfe Liu, et aL attide and its conclusions 
regarding the BI5p6 promoter's lack of ceU specificity by ai least 1995, if not before 

22. In 1996, Dr. Srivastava and others published another peer-reviewed manuscript in 
which they again coadude that the B19p6 promoter is not ceU specific following transfection of 
vectors into host ceUs. (Journal article by Ponnaaiiagan, et al, titled ^^Differential Expression in 
Human Cells from the p6 Promoter of Human Parvovirus B19 Following Plasmid Transfection 
and Recombinant Adeno-Associated Virus 2 (AAV) Itrfection: Human Megakaryocytic Leukaemia 
Cells Are Non-Permissive for AAV Infection:' Journal of General Virolft«ry , 77:1 1 1 122 (1996) ) 
Moreover, the authors discuss the Liu. et al. aitide in some detaU. repealing the same type of 
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23. A«d in WS. in „ 3«ide pnbliA«l by e, C. ^ 

A. iU«.»«.. in Pi^ 5 Of Ous a.. B aid n.. dispUy «„ J 

of a« cdi ««.d u.„ «3bB*i.g a„ a„ B,s^ J, ^, ^ ^ 

txansfectioQ. 

pat«. fta, tte «p««i«. vcc«„ virion. d«aib«d »<l cWmed in 4« p«« did no, p„Md, 
"n»^pecific in»j«ioa- b Dr. Srtv«^ „4 od.« p«Mi*«, , pe«.r»vi^ 
m«n»«ip. in 1995 8« «kn»wl.dg«i Utf. of »i.e-spccifici.y. (Journal .«ieta by 

PoBDoftagffl, « oL. titled "i^* ,ra».;5,«^<,/,.^g^ J!«»»7rf««m»Afa«,,A««w 
yi>^2G^,„„^C^~T ^^^.^^ Fob. 1997,n,. 275-284.) ^«lft»Ily. 
tto anaioi. rt«o thtf "our d«a « oond.t«t Tria, i«rt«us audi« docan»na^ 
^Mcifioiht^iwionofthoiwonibinmtAAVgmonietin^ 

25. Those pnblic.lion» were highly the pamabiifty of the inwMion 

cbimedinDr..Sriv«m-.p««t .Chinlollhe AMpMent. jir«.m^lo,JS^. 
-.«p.dfl.in.^o..ndc.B.^g«„«^^^^^^^j_^^^^~^ 

of «.en««ooi.,«, vin. 2 =nd at lea« one c=s«t,e oomprian, . pronUXer cp*,, of eflteting 
een-spedfloexpresao,." And. byway of «»,h.ro.anpte,cld.n II ofthe-mpa.en„Ueg«uy 
covet, aU ho.t eeUs tr««f««d by the de«ib«i v«*,r inelude a promoter enable ,f ^ 
specific «tpr«^oit Bn, the tefetmce, d.^b«, above establi* that the otUy promoter ide«>ifi«, 
m the -834 patent - m= B,9p« pr,„,o,er - is not capable of Cl-specific «pr«si.n following 
transfection of the host cdl with a vector or mfecUon of a ho* oeU with a virion. These referaces 
*«»Ud have been broujit to the PTO «cmin«r-s „^ ^ ^ _ 
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5 p^vided by tt.e Bl9p6 p™^ w» „is«i «d disca«« ^ .^^^ 

6 pb«cu««.hi««y. '■'««^RCT«r«,pp«l«,»i^«b«ng„ceH specificity 
- U.S.C. 5 103 rqccSon over ccr«in «fc^. a, ^ ^ ^ : 

sp«ifi«ny m««i»,«d U.. «n spccMcior of „ » ix„pc«™ „pec, of *e oWm«I 

.27. Avigca is infimued and beKcv«^ and.aa such infonnation and bdicf allies, mat I 
Dr. Srivasiava was, at all times relevant herein, acting as the agmt and/or etnployee of Rcr ^viu, 

12 j respecttotheprosecutionofthe-834pateatbefoie.thePTO. Correspondingly. Avigcn afl^c that 

13 I RCT Icuw ahottt these publications weU before the patent's issuance by way of ^. JSrfvasUva 
because all but one reference (Gareus) was either authored by the named inventor or cited in Z J 
inyooitor's owa pobfieations. 

28. In addition, prior to the issuance of the «834 patent. aU but one of ttie refereoces (the I 
inventor's 1996 article) were either provided direetfy to RCT by Avigm or (ha cooduswns [ 
Qontained therein w^ hrougjit to RCT's attention as matoial information that ^ould be disclosed 
to the PTO under &e duty of candor. And Avigen is infonned and beUcvcs. -and^ «« such I 
infbrmation.and belief alleges, that RCT was aware of the inventors 1996 articlo becaascr Ak | 
article is cited (as "submitted for publication-) in the inveator-s 1995 article, which was provided 
to RCT by Avigca. 

29. Thus, for example, during a March 15. 2001 meeting between Avigen 
rt^resentatives (Dr. John Monahan. President & CEO and Dr. Kemietfa G. Chahinc.. Vice President 
and Chief Patent Counsel) and RCT itpresentatives (Timothy J. Reckart. Sr. Vice President & 
General Counsel and Dr. Bennett Cohen. Director, CommercializaUon). Avigen and RCT 
discussed the existence and importance of these references. Dr. Chahine, a Registered Patent | 
Attorney (Reg. # 42398). informed Mr. Reckart, a Registered Patent Attorney (Reg. # 33274). that 
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a»o«t,4cta«ng body of sd«tifc evidence W to a«c.^ ^. 
cen sp^iflc. «», *he i,„««i» <p« no, siu-^«ific^,. ana wJ^IZ 

information tliat had not been disclosed to the PTO. 

30. ^'^-^onwasn.en^^inalenor.a.dana^^ 
that attached copies of tluce of these references adentifi^^ 

dated May 9, 200 1 and sent by Federal B^rcss to Mr. Rcckart by Dr. Mon^ on or about 
May22, 2001. This letter was the subject of a conference call be^vecn Avigen and RCT 
representatives (Dr. Monahan, Dr. C3aahine, Mr. Reclcart, and Dr. Cohea) on June 25 2001 And 
Dr. Chahine also raised these issues with RCT rcpresentatives, incl«ding Dr. Cohen a^ Mr. Gary 
Munsing«r. weU in advance of the Marcbl 5 mcetiag and confimung letter, starting as early „ 
aboutApril 1,1999, 

31. As evidenced by the patent's prosecution history, at no point during the' '834 
patent's prosecution did RCT disclose the infonnation.tfaat ia described above. Avigea k faifonned 
and beUeves, and on such infonnation and beKef aUeges. that RCT's representatives knew this 
information was material to the pate ntabifaty ot the ciauned mven ; 

inventor's own pubKcations and the feet that Avigen brought the materialiiy of this iirfbnaation to 
the attention of RCT's patent attorney prior to the •834 prtent's issuance. 

32. . RCT'sfeiluretodiscloseeachoftliesereferencestothoPTO^^ 
violation of the general duty of candor described by MPEP § 2001 and retittized by 37 CJ^JL 
§ 1.56, as well aa in violation of the general obUgation to disclose My aU information that a 
reasonable examine would consider injportaat to ttiepate«tabUir>rof themventionthatls claimed. 

33. Avigen is in&nned and believes, and on such infonnation and belief alleges, that 
one or more of RCT's rq,resentatives, including Dr. Srivastav^ intentionally concealed ihese 
references (and the conclusions as to ceU specificity and site^ecific integration as described 
therein), and by reason ftereof, the «834 patent's claims we« rendered unenforceable based on this 
conduct. 

D. RCT has Denied Avigen the Benefit of Its Bargain. 

34. RCT's intentional conduct rendered the Ucen^ed patent unenforceable as a matter of 
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law. AS such. Avig=„ has be« d«i«i .he b«efi. of v*,able i„,.u«taa, ■ , 

sou*.,oobamp«isya«totep^-es-Uc«seasr«ment P"ynshts4a,: 

35. Ms h« or. a. , j^^,^ 

to subUcense the '834 patent. " Awgen s alalay 

con.pe.»„„ ^ ^ ^ ^ ^^.^ ^^^^ ^ ^ 

demed the abiUty to asse« its exclusive rights in good Mth to deter its c«npetition. 

Claims FOR Relief 
First aaim for Relief (Breach of Contract) 
37. Avigerx incoiporates tte aUegations and avcnncnts of paragraphs 1 through 36 
fuUy set forth in this claim for relief. 

38- A written contract existed b^ecn (he parties. 

39.. Avigenperfonned its obUgatic^s under tenm of that cont^ 
to the extent that it failed to do so, its non-perfozmance was excused because of RCTs material 
broach of the contract as alleged herein. 

40. Pursuant to the parties' contract, ROT had an obUgaiion to use r«sas«wble effi>rts to 
obtain enforceable patent tirotection for the licensed inveotion- 

41. Notwithstanding this agreement, ROT and Dr. Srivastava inteoxtionally and 
unreasonably violated their duty of candor before the PTO and engaged in the acts of inequitable 

conduct a, described abov^ «^ dost^^^ ^^^^ ^ ^^^^^^ ^ 

*S34 patent by rendering that patent's claims unenforceable. ' 



as 



28 

tauter* At loH 



42. This conduct was a material breach of the parties' contract, which dirccfly damaged 
Avigen. and caused loss and detriment to Avigen in an amount that shall be proven at trial. 

Second Ckkim for Relief 
(Breach of the ImpKed Covenant of Good Faith and Fair Dealing) 

43. Avigen mcoiporates the aUegations and averments in paragraphs- 1 tfamugh 36 as 
fully set forth in this claim for relief 
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4S. RCTmaridly breached Urn i.^Be4eov««nt of good ,• . 

Avigen had bargained to be unenforceable. ' 

amount tbatshaU be proven at biaL "man 

Prayer FOR RjojEp 
Wherefore, Avigen prays that this Court enter judgment as foHows: 

1. For a detennination that RCT and Dr. Srivastava violated their duty of candorj 
before the PTO and eommitted inequit:a,lc conduct during tixe px^^on of the '834 patent, 
thereby rendering that patent's claims Unenforceable; 

2. For 8 detennination that this condoct has materiafly breached the parties* eoittrac^ 

3. For a detennination that this «^nduct has materiafly breached the implied coVenant | 
of good &ath and fiur dealin^g; 

4. For the rescission of the contract, thereby terminating aU fonw, obKgations uniier | 
the License Agreement and requiring the restoration of the consideration obtained from Avigen 
including all royalties paid and the r*tum of all stock transferred pursuant to tiie Ucense| 
Agreement; 

5. JP;>^»iathealteinativetoresdssion,thetecoveryofaUdamage$m 
due to RCT*$ breach; 

6. For costs of suit, attorneys fees, and interest, as provided for by statute or| 

Otherwise; and — — 
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For other and further reUcf as may be just and proper. 



Febniary2^2002 



COOLJEY GODWAPD LLP 




WiUiaanG.Gacdcm 



Attorneys for Plaintiff 
AVIGEN,INC 
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Jury Demand 



Plaintiff requests a jmy trial on all issues triable thereby. 



February 2002 



COOLEY GODWARD LLP 



By: 




"WillianiG. GaedeUr 



Attorneys for Plainiifif 
AVIQEN, INC. 
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